
 
 

 

WELL-KNOWN TRADEMARKS AS LEGAL BASIS IN THE OPPOSITION PROCEEDING 

In a recent case, Arias represented Mr. Leonardo Sergio Raimondo, known in the media and celebrities 
as Leonardo Rocco, founder and owner of ROCCO DONNA HOLDING, LLC, as opponent to the 
application for registration of the tradename "ROCCO DONNA PROFESSIONAL" in the name of a third 
party.  

Having no registration in El Salvador for ROCCO DONNA as trademark or tradename, the basis of the 
opposition was the notoriety of the trademark in El Salvador and other countries. In this case, the 
Intellectual Property Office of El Salvador determined based on the proofs provided – consisting, 
among others, videos programs broadcasted in El Salvador by cable television and Internet sites - that 
the tradename incurred in the prohibitions of Law, since granting its registration could "dilute the 
notoriety acquired by the trademark ROCCO DONNA, besides indicating a false business origin, which 
would affect the consumers". The resolution confirmed that the evidence provided was sufficient to 
prove that stylist "Leonardo Rocco" and his trademarks "ROCCO DONNA" were well known in the 
beauty salons sector. 

The legal basis of the aforementioned opposition was article 9, letter d) in relation to Article 58 of the 
Law of Trademarks and Other Distinctive Signs of El Salvador, which provides that a trademark cannot 
be registered or used if it affects third parties rights, providing that the trademark applied is a 
reproduction, imitation or transcription, total or partial, of a well-known trademark. This prohibition is 
also applicable to tradenames under Art. 58 mentioned above. 

Among the most relevant aspects, it can be mentioned that the criteria applied by the IP Office in order 
to resolve the opposition, took into account the importance and advances that communication and 
technological means have reached to this day, since the proofs filed were sufficient to prove the 
notoriety of trademarks in which the opposition was based, as established in Art. 2 of the 
aforementioned Trademark Law, which provides that a well-known distinctive sign is a "distinctive mark 
which is known to a particular commercial sector or sector of the public and has acquired this degree 
of recognition as a result of its use or promotion in El Salvador.” 

For more information, do not hesitate to contact us. 
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